United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OfTicc 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. | 


CONFIRMATION NO. 


09/982,385 


10/17/2001 


James T. Byers 




7202 



7590 07/07/2005 

WILLIAMS MORGAN & AMERSON PC 
10333 RICHMOND 
SUITE 1100 

HOUSTON, TX 77042 



EXAMINER 



BAYAT, BRADLEY B 



ART UNIT 



PAPER NUMBER 



3621 

DATE MAILED: 07/07/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

09/982.385 


Applicant(s) 
BYERS, JAMES T. 


Examiner 

Bradley B. Bayat 


Art Unit 

3621 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROIVI 
THE IVIAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
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DETAILED ACTION 
Status of Claims 

Applicant has canceled claims 1-3 in the response filed on April 13, 2005 and added new 
claims 4-23. Thus, claims 4-23 are pending and presented for examination on the merits. 

Response to Arguments 
Although applicant has not argued against the rejection with respect to claims 1-3 and the 
cited prior art reference, applicant has deemed the rejection moot in view of the new added 
claims. Thus, new claims 4-23 are rejected in view of the following new ground(s) of rejection. 

Claim Rejections - 35 USC § 11 2, first paragraph 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claim 10-23 are rejected under 35 U.S.C. 112, first paragraph, because the specification, 
while being enabling for example a method of utilizing various software to, for instance scan a 
fingerprint of the contracting party, does not reasonably provide enablement for an apparatus 
with the necessary structures, hardware and relationship to encode the electronic contract and 
biometric information for the claimed subject matter. 

In an apparatus claim the claim elements either describe the tangible hardware that is 
used to perform the method or by using mean-plus-fiinction language, an apparatus claim 
essentially duplicates a corresponding method claim by obtaining a broader scope since they 
encompass equivalent structures that perform the same function. The specification does not 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
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connected, to make and use the invention commensurate in scope with these claims. When 
expressing an element of a machine* as a means for performing a particular function, the element 
is construed to cover the corresponding structure, material, or acts described in the disclosure. In 
re Wands, 858 F.2d 731, 737, 8 USPQ2d 1400, 1404 (Fed. Cir. 1998). Applicant's disclosure 
fails to disclose how to make and use the functional elements to yield the claimed invention. 
Claim Rejections - 35 USC§ 112, second paragraph 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 4-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete for 
omitting essential steps, such omission amounting to a gap between the steps. See MPEP 
§ 2172.01. The omitted steps are described as follows in the context of the disclosed subject 
matter. Applicant's method steps describe obtaining an electronic contract, obtaining biometric 
information from one party to the contract and attaching the biometric information to the contract 
to identify the party to the contract. 

However, claims 4-9 merely recite steps of obtaining and attaching the biometric to the 
contract and do not describe the essential steps necessary to verify the identity of the contracting 
party as described in the disclosure and recited in the body of the claims. For instance, is this 
biometric information being compared to a previously registered database to match and verify 
the identity of the contracting party? Otherwise, how is the verification occurring? As claimed, 
the method steps merely recite obtaining biometric information, attaching it to the electronic 
contract and storing it in a database. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 4-23 are rejected under 35 U.S.C. 102(e) as being anticipated by Pu et al. 
(hereinafter Pu), US Patent Application Publication 2003/0105966 Al. 

As per the following claims. Pu discloses : 

4. A method, comprising: 

• obtaining an electronic version of a contract (figure 2, step 66 - attach session code to 
contract); 

• obtaining biometric information from at least one party to the contract (figure 2, step 71 - 
receive and encrypt biometric input); and 

• associating the biometric information with the contract to uniquely identify the party to 
the contract (figure 2, step 74 - attach biometric to contract). 



5. A method, as set forth in claim 4, wherein associating the biometric information with the 
contract to uniquely identify the party to the contract further comprises attaching an electronic 
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representation of the biometric information to the contract (figure 2, step 72 - attaching 
biometric to contract). 

6. A method, as set forth in claim 5, wherein associating the biometric information with the 
contract to uniquely identify the party to the contract further comprises storing the electronic 
contract and the electronic representation of the biometric information in a database (Tf28, 
contract and user's encrypted biometric forwarded to authentication server 50). 

7. A method, as set forth in claim 5, wherein associating the biometric information with the 
contract to uniquely identify the party to the contract further comprises encoding and storing the 
electronic contract and the electronic representation of the biometric information in a database 
(Tf28, contract and user's encrypted biometric forwarded to authentication server 50). 

8. A method, as set forth in claim 4, wherein obtaining biometric information from at least one 
party to the contract further comprises obtaining at least one fingerprint from at least one party to 
the contract (^27, biometric information such as a fingerprint entered). 

9. A method, as set forth in claim 6, wherein obtaining at least one fingerprint from at least one 
party to the contract further comprises obtaining an electronic representation of at least one 
fingerprint from at least one party to the contract (^27, biometric information entered 
electronically by a fingerprint scanner). 
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10: An apparatus, comprising: 

• means for obtaining an electronic version of a contract (^23-24, contractual relationship 
with service 30). 

• means for obtaining biometric information from at least one party to the contract (1140, 
API 80 creates a biometric template using fingerprint input device 28) ; and 

• means for associating the biometric information with the contract to uniquely identify the 
party to the contract (^27, the client program attaches the encrypted biometric to the 
contract). 

1 1. An apparatus, comprising: an electronic contract; a device adapted for obtaining biometric 
information from a party to the electronic contract (T|40, API 80 creates a biometric template 
using fingerprint input device 28); means for associating the biometric information with the 
electronic contract (Tf27, the client program attaches the encrypted biometric to the contract). 

12. An apparatus, as set forth in claim 11, wherein the means for associating comprises a 
database adapted for receiving and storing the electronic contract and the biometric information 
(Tf28, authentication server). 

13. An apparatus, as set forth in claim 12, further comprising an encoder adapted to encode the 
electronic contract and biometric information stored in the database (^27, symmetric or PKI 
encryption scheme). 
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14. An apparatus, as set forth in claim 12 further comprising a server adapted to store said 
database, and a computing device coupled to said server via a network said computing device 
having said device adapted for obtaining biometric information coupled thereto (figure 1 and 
associated text, ^23). 

1.5. An apparatus, as set forth in claim 14, wherein said server and said computing device are 
remotely located relative to each other (f23, distributed computer network). 

16. An apparatus, as set forth in claim 15, wherein said network coupling together the server and 
the computing device is an intranet (T|23, LAN). 

17. An apparatus, as set forth in claim 15, wherein said network coupling together the server and 
the computing device is an internet (^23, Intemet). 

18. An apparatus, as set forth in claim 14, wherein the server is a web server and the computing 
device includes a web browser for communicating with the web server (^30, web browser for use 
in communicating with the service over the Intemet). 

19. An apparatus, as set forth in claim 11, wherein the device adapted for obtaining biometric 
information is adapted to obtain at least one fingerprint of a party to the electronic contract 
(figure 4, item 28, biometric input device). 
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20. An apparatus, as set forth in claim 19, wherein the device adapted for obtaining biometric 
information is a biometric application programming interface (bioAPI) consortium compliant 
device (figure 4, item 24, API 80 part of 24) . 

21. An apparatus, as set forth in claim 19, v^herein the device adapted for obtaining biometric 
information is a biometric application programming interface (bioAPI) consortium compliant 
fingerprint scanning device (Tf40, fingerprint scanner input device 28). 

22. An apparatus, as set forth in claim 14, fiirther comprising means for comparing the biometric 
information to a set of stored biometric information to verify the identify of a person associated 
with the biometric information (^[37, image process matching against database 70). 

23. An apparatus, as set forth in claim 22, further comprising means for declining the signature 
in response to failing to verify the identity of the person associated with the biometric 
information (^38-39, if biometric verified authentication server signs contract otherwise not 
verified with digital certificate). 

Examiner has pointed out particular references contained in the prior arts of record in 
the body of this action for the convenience of the applicant. Although the specified citations 
are representative of the teachings in the art and are applied to the specific limitations within 
the individual claim, other passages and figures may apply as well It is respectfully requested 
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from the applicant, in preparing the response, to consider fully the entire references as 
potentially teaching all or part of the claimed invention, as well as the context of the passage 
as taught by the prior arts or disclosed by the examiner. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

• US Patent 6,424,249 B 1 to Houvener. 

• US Patent 6,59 1 ,249 B2 to Zoka. 

• US PAP 2002/0010857 Al to Karthik. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS firom the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley B. Bayat whose telephone number is 571-272-6704. The 
examiner can normally be reached on Tuesday-Friday 8am-6: 30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number for the 
organization where this appUcation or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
AppHcation Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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